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ABSTRACT

Legal certainty in all aspects of a contract from
start to conclusion is one of the key factors in
welcoming people to international trade. One
of these important aspects is determining the
applicable law in the event of a dispute between
the parties in contractual and non-contractual
litigation that are related to the basic contract.
the contractual disputes are like lawsuits for
termination, the obligation to repair, the obligation
to provide replacement of goods, etc., and among
the non-contractual lawsuits are the lawsuits
for violation, validity or ownership of the basic
right. When these claims are made in the field of
intellectual property, governments, because of
their territorial rules, recognize the principle of
territorial jurisdiction over such claims and refuse
to apply the law of other countries on intellectual
property. This paper examines the WIPO
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documents, in particular the two documents proposed by the American Law
Institute and the Max Planck Institute regarding the law governing these claims.
Finally, the solution is that in order to achieve legal certainty in determining
the law governing intellectual property, states can end the conflict of laws by
authenticating the party's autonomy. So, this is how countries can help the
development of international trade and the predictability of claims in this area.
Also, by comparing the two proposed documents, some suggestions have been
made regarding the maximum certainty of the Max Planck draft.
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[Extended Abstract]

Undoubtedly, legal certainty in all aspects of an agreement plays a pivotal role
in the outcomes of parties’ potential disputes. One of the aspects concerning
the said notion is the designation of competent jurisdiction for dispute
resolution. Notably, when a clash intertwined with cross-border characteristics,
the foregoing problem immensely gets puzzled for jurists, scholars and even
lawmakers. In case that parties have already envisioned a competent court for
resolving their potential disputes, courts may easier demystify the riddle they
faced. However, whether there is a consent on competent jurisdiction or not,
courts following up domestic laws are tremendously rigid in criminal issues.
Even though criminal laws are strict enough to not allow parties’ choice of
jurisdiction, there are some situations where several jurisdictions may allege
their competence or dismiss cases due to their lack of competence. Regrettably,
there is no harmonized solution for this problem. But what if a criminal case is
somehow related to a primary contract? suppose, we have an online click-on
agreement for sale of a copyrighted book and the user after agreeing to terms
and conditions divulge the book on public domain. Suppose, there were no
dispute resolution clauses in the said agreement but the owner of copyright
reach an agreement with the wrongdoer to solve their case in one of the several
potentially competent courts. There is a possibility that a foreign court denies
its jurisdiction based on several factors, mostly based on Lex Fori provisions
under its jurisdiction. As an example, an Australian court may deduce that since
the action (the online click which rendered to breach) had happened in another
jurisdiction, or it might be alleged that since the main implications of actus
reus occurred on domain of ".it,” we lack competence as it is suggested by the
domain of the website.

However, we think whether there is a primary contract and all emerged
disputes, even non-contractual issues, in a sense are based on a main contract,
significantly could help the destination of justice delivery. To put in simple,
parties’ autonomy could be extended in favour of legal uncertainty associated
with finding a certain competent court. In this work, by examining WIPO
instruments and other newly introduced legal frameworks, we argue that in
many cases wherein a quarrel concerns the revocation of the main contract,
compensatory arrangements, or even merely an illegal infringement of rights
pertinent to one side of a contract, the theory of contract is still capable of
being invoked. In particular, infringement of intellectual property in a way has
caused this problematic issue concerning determination of competent court.
Accordingly, as such, concern has attracted an immense attempt from the side
of scholars and lawmakers. We here try to decipher the perplexities in a very
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different way. In doing so, by examining ubiquitous infringements of intellectual
property rights, we propose that there should be least or lack of any hindrances
to parties’ autonomous choice of jurisdictions. Indeed, courts are able to invoke
parties' autonomy in order to avoid potential conflicts and parallel proceedings
and to ease access to justice.

Nowadays, Internet networks, information and communication technologies,
in addition to generative Al systems, are intensely prone to the said problem. A
user, after illegal or legal access to a copyrighted work, can easily, by pressing
a click of his PC, disclose the work on different web domains and different
countries. Which jurisdiction has the discretion to prosecute and deliver the
final ruling, yet an issue to be scrutinized? However, by examining various
legal frameworks, model laws, and some landmark cases, we proposed setting
minimal rules that are agreeable by the majority of legal systems. Indeed,
clinging to party autonomy (as alluded to in Rome Conventions) contributes
to the fast and easy tracking of wrongdoers and prevents legal uncertainty by
disallowing parallel rulings. Not to mention that parties are often ignorant about
applicable laws of different jurisdictions. So to avoid such ignorance, which is
thoroughly reasonable, approving parties’ consent in determining competent
jurisdiction is a paramount attempt in this regard. In plus, overlooking parties’
choice tremendously puts parties in burdensome situations that enhance parties’
reluctance for proceeding with judicial process and often may cause dropping-
off the whole dispute in mid-procedure. Not to mention other by-products of
non-approval of parties’ choice, including dilatory procedures and the essential
need for extra-legal aids for hiring lawyers in different jurisdictions.

However, policymakers, supervisory authorities of national laws, WIPO
model laws, and in general soft laws, as well as obligatory legal instruments,
are capable of setting forth guidelines and provisions on approval of parties'
consent in determining competent courts. Moreover, after examining the
guidelines provided by the Max Planck and American Law Institute, we have
outlined the drawbacks and advantages of their proposal. The present paper
uses a comparative approach in order to make an approximate harmonization
between different legal orders. However, greater efforts are still in need to clarify
the in-detail mechanism for approving party autonomy rules in IP contractual
and non-contractual disputes.
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79. Kono, Op. Cit. 158.
80. Rita Matulionyte, Law Applicable to Copyright Infringements in the ALI and CLIP Proposals (Tokyo,
Presentation on 28-29 January 2011), 218.
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82. Lex Loci Protectionis

Akefi Ghaziani, Moosa. “The Law Governing Software Disputes with an Approach to the WIPO Instruments”. Jour. of
Legal Res. 24, no. 61 (April 4, 2025), 237-262.
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83. (1) A court applying the law or the laws determined by Article 3:601 shall only find for infringement if
(a) the defendant has substantially acted or has taken substantial preparatory action to initiate or further
the infringement in the State or the States for which protection is sought, or (b) the activity by which
the right is claimed to be infringed has substantial effect within, or is directed to the State or the States
for which protection is sought. (2) The court may exceptionally derogate from that general rule when
reasonable under the circumstances of the case.
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85. Closest Connection

86. Close Connection

Akefi Ghaziani, Moosa. “The Law Governing Software Disputes with an Approach to the WIPO Instruments”. Jour. of
Legal Res. 24, no. 61 (April 4, 2025), 237-262.
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87. Graeme Dinwoodie, Rochelle C. Dreyfuss & Annette Kur, “The Law Applicable to secondary liability
in Intellectual Property cases”, International Law and Politics, 42, (2009), 209.

88. When the alleged infringing activity is ubiquitous and the laws of multiple States are pleaded, the
court may choose to apply to the issues of existence, validity, duration, attributes, and infringement of
intellectual property rights and remedies for their infringement, the law or laws of the State or States
with close connections to the dispute.

89. Regulation (EC) No 864/2007 of the European Parliament and of the Council of 11 July 2007 on the
law applicable to non-contractual obligations (Rome II)

Akefi Ghaziani, Moosa. “The Law Governing Software Disputes with an Approach to the WIPO Instruments”. Jour. of
Legal Res. 24, no. 61 (April 4, 2025), 237-262.
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