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! Diedrich, F. 2002. The CISG and Computer Software Revisited Vindobona Journal of International Commercial Law and
Avrbitration, Supplement, p:56
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! Art 4: “Computer programs are protected as literary works within the meaning of Article 2 of the Berne Convention... «

2 Amendement of copy right act 1976 (1980). See also:

U.S. Congress, Office of Technology Assessment, Computer Software and intellectual Property--Background Paper, OTA-
BP-CIT-61 (Washington, DC: U.S. Government Printing Office, March 1990, 19.

® Copy Right Act 1957 Art 2(0)

* WIPO-Administered Treaties

% Berne convention

e

" validity of IP

& Ownership of IP

% Infringement of IP

10 Contractual disputes

' Anti-trust

12 Barrett, R. 2005. Management, Labour Process and Software Development, Routledge Taylor & Francis e-Library,p19-20
3 Freed, R. 1991. The birth, life, and death of computer law - part II, The Computer Law and Security Review. 7(4), p156
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! sui generis system (Latin). in eng: form of legal protection that exists outside typical legal protections

2 UNESCO (The United Nations Educational, Scientific and Cultural Organization)

% Lopez, V. V. (Senior Legal Counsellor). 2007. International IP Protection of Software: History, Purpose and Challenges,
Copyright E-Commerce Technology and Management Division, WIPO, p2

* Copy right Act 1976

® Art10: Computer programs, whether in source or object code, shall be protected as literary works under the Berne
Convention (1971).

® TRIPS (Trade Related-Aspects of Intellectual Property (effected: 1995)

" Berne Convention (1886)

8 WIPO Copyright Treaty

% |bid, p: 2.

19 party Autonomy
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! Uniform Computer Information Transactions Act

2 [Contractual Choice and Limitations] The parties in their agreement may choose the applicable law. However, the choice is
not enforceable in a consumer contract to the extent it would vary a rule that may not be varied by agreement under the law
of the jurisdiction whose law would apply under subsections (b) and (c) in the absence of the agreement.

% 14(1): “The parties may agree to submit non-contractual obligations to the law of their choice: (a) by an agreement entered
into after the event giving rise to the damage occurred; or (b) where all the parties are pursuing a commercial activity, also
by an agreement freely negotiated before the event giving rise to the damage occurred. The choice shall be expressed or
demonstrated with reasonable certainty by the circumstances of the case and shall not prejudice the rights of third parties.”

* Tacit Choice

5 3(1):" A contract shall be governed by the law chosen by the parties. The choice shall be made expressly or clearly
demonstrated by the terms of the contract or the circumstances of the case. By their choice the parties can select the law
applicable to the whole or to part only of the contract.”

® Arbitrability

7 Jurisdiction
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! Copy-Right Holder

2 See, Matulionyte, R. 2013. CALLING FOR PARTY AUTONOMY IN INTELLECTUAL PROPERTY INFRINGEMENT
CASES, Journal of Private International Law, 9(1), 78.

Case law: GER: Supreme Court decision of 17 June 1992 — | ZR 182/90 — Alf, 24 11C 539 (1993); Supreme Court decision
of 02 October 1997 — | ZR 88/95 — Spielbankaffaire, MMR 35 (1998) .AUT: P Rummel (ed), Kommentar zum allgemeinen
buergerlichen Gesetzbuch Band 11, Teil 6, para 4 (Manz, 2004) (with references to relevant case law)

3. Beloit Canada Ltd v Valmet-Dominion Inc. 1986.

* Kono, T.(Editor) Beaumont, P. (Series Editor). 2012. Intellectual Property and Private International Law: Comparative
Perspectives, Hart Publishing, p 146

® Dole Refrigerating v. Canadian Ice Machine1957.

®Dole Refrigerating Products Ltd. v. The Canadian Ice Machine Co. et al. (1957), 17 Fox Pat. C. 125 (Ex. Ct.)
publications.gc.ca/collections/collection_2019/cmf-fja/JU1-2-1-1993-2-4.pdf p: 541-542

' Subject-Matter Jurisdiction

8 Ubiquitous infringement

® Kono, T, Ibid.
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! Heath, C., Petit, L. 2005. Patent Enforcement Worldwide, Hart Publishing, Oxford,p 335.
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% American Law Institute: INTELLECTUAL PROPERTY: PRINCIPLES GOVERNING JURISDICTION, CHOICE OF
LAW, AND JUDGMENTS IN TRANSNATIONAL DISPUTES
# Max-Planck: Principles for Conflict of Laws in Intellectual Property
% Ex-ante
® Ex- Post o
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2 [Criteria of Eligibility for Protection: 1. Nationality of author; place of publication of work; 2. Residence of author; 3.
“Published” works; 4. “Simultaneously published” works]

(1) The protection of this Convention shall apply to:

(a) authors who are nationals of one of the countries of the Union, for their works, whether published or not;

(b) authors who are not nationals of one of the countries of the Union, for their works first published in one of those
countries, or simultaneously in a country outside the Union and in a

country of the Union.

(2) "Authors who are not nationals of one of the countries of the Union but who have their habitual residence in one of them
shall, for the purposes of this Convention, be assimilated to nationals of that country."

(3) "The expression “published works” means works published with the consent of their authors, whatever may be the
means of manufacture of the copies, provided that the availability of such copies has been such as to satisfy the reasonable
requirements of the public, having regard to the nature of the work. The performance of a dramatic, dramatico-musical,
cinematographic or musical work, the public recitation of a literary work, the communication by wire or the broadcasting of
literary or artistic works, the exhibition of a work of art and the construction of a work of architecture shall not constitute
publication."

(4) "A work shall be considered as having been published simultaneously in several countries if it has been published in two
or more countries within thirty days of its first publication."

S 5l o,lil (Territoriality PrinCiple ey casMo Jol ) Jol cpan 4 35 (V) py cyomasl S (A) o3lo (V) ks oo
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* Infringing copies of a work shall be liable to seizure in any country of the Union where the work enjoys legal protection
% () The seizure shall take place in accordance with the legislation of each country.
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! Lipstein, K. 2005. Intellectual Property: Parallel Choice Of Law Rules, Cambridge Law Journal, 64(3), November 2005, p
593.
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% Ubiquitous/Multistate Infringements
* Drexl, J. 2005. Studies in Industrial Property and Copyright Law, Vol. 24. (Hart Publishing, Oxford, UK), P 167-168
® Kono, T.(Editor) Beaumont, P. (Series Editor). 2012. Intellectual Property and Private International Law: Comparative
Perspectives, (Hart Publishing), p 153
® Def Lepp Music & Others v. Stuart-Brown & Others, April 1986
"in proceedings concerned with the registration or validity of patents, trade marks, designs, or other similar rights required
to be deposited or registered, irrespective of whether the issue is raised by way of an action or as a defence, the courts of the
Member State in which the deposit or registration has been applied for, has taken place or is under the terms of an
instrument of the Union or an international convention deemed to have taken place.
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Trimble, M. 2019. The Territorial Discrepancy Between Intellectual Property Rights Infringement Claims and Remedies,

University of Nevada, Las Vegas -- William S. Boyd School of Law, 2019, 501-552

® National Football League v. PrimeTime 24 Joint Venture, 211 F.3d 10 (2nd Cir. 2000)

“Drexl, J. 2005. Studies in Industrial Property and Copyright Law, Vol. 24. Hart Publishing, Oxford, UK, P 168-169

% Harmful act
® Kono, Ibid, p 158
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! Matulionyte, R. 2011. Law Applicable to Copyright Infringements in the ALI and CLIP Proposals, Presentation on 28-29
January 2011, Tokyo, 216-226, p 218
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" De minimis non curat lex: The law does not concern itself with trifles":
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% (1) A court applying the law or the laws determined by Article 3:601 shall only find for infringement if (a) the defendant
has substantially acted or has taken substantial preparatory action to initiate or further the infringement in the State or the
States for which protection is sought, or (b) the activity by which the right is claimed to be infringed has substantial effect
within, or is directed to the State or the States for which protection is sought. (2) The court may exceptionally derogate from
that general rule when reasonable under the circumstances of the case.
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! Close connection

’Dinwoodie G., Dreyfuss, R., Kur, A. 2010. The Law Applicable to secondary liability in Intellectual Property cases,
International Law and Politics, 42, 201-236, p 209

® When the alleged infringing activity is ubiquitous and the laws of multiple States are pleaded, the court may choose to
apply to the issues of existence, validity, duration, attributes, and infringement of intellectual property rights and remedies
for their infringement, the law or laws of the State or States with close connections to the dispute

* REGULATION (EC) No 864/2007 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 11 July 2007 on
the law applicable to non-contractual obligations (Rome II)
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Review of the Laws Governing the Contractual and Non-contractual Software
Disputes with an Approach to the WIPO Instruments



Legal certainty in all aspects of a contract from start to conclusion is one of the key factors
in welcoming people to international trade. One of these important aspects is determining
the applicable law in the event of a dispute between the parties in contractual and non-
contractual litigation that are related to the basic contract. the contractual disputes are like
lawsuits for termination, the obligation to repair, the obligation to provide replacement of
goods, etc., and among the non-contractual lawsuits are the lawsuits for violation, validity
or ownership of the basic right. When these claims are made in the field of intellectual
property, governments, because of their territorial rules, recognize the principle of territorial
jurisdiction over such claims and refuse to apply the law of other countries on intellectual
property. This paper examines the WIPO documents, in particular the two documents
proposed by the American Law Institute and the Max Planck Institute regarding the law
governing these claims. Finally, the solution is that in order to achieve legal certainty in
determining the law governing intellectual property, states can end the conflict of laws by
authenticating the party's autonomy. So, this is how countries can help the development of
international trade and the predictability of claims in this area. Also, by comparing the two
proposed documents, some suggestions have been made regarding the maximum certainty
of the Max Planck draft.

Keywords: Software, Intellectual property Infringement, WIPO Instruments, Draft: Max
Planck, Party autonomy



